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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
8/21/2008 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 3-6 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Abe et al (US 2002/0049285) herein Abe in combination with Phelps et al (US 6436548) 
herein Phelps as evidences by Kotelnikov et al (RU 2070896) herein Kotelnikov. 

Abe disclose a method for preparation of polyester copolymer having amide links 
comprising copolymerizing a cyclic amide (i.e. caprolactam, see line 0023, meeting the 
limitations of Claim 5) and a cyclic ester with carbon atom number of C3-C12 (see line 
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0068)., where the amount of the ester is within the range of 1-99% (see line 0037, 
meeting the limitations of Claim 6). 

Abe does not disclose that his cyclic ester is oligoester. 

Phelps discloses a macrocyclic polyester and method of its preparation (see 
Abstract). 

Phelps discloses macrocyclic polyester oligomer includes the repeating unit of 
the following formula: 



(see column 4, line 15), (which is ideSntical to one claimed in claim 1) 

where X represents alkylene radical or oxyalkylene radical having more than 2 

Carbon atoms (see Column 3, line 10), and Y represents aromatic or alicyclic radical, 

and the number of the repeating unit in the macrocyclic polyester oligomer is 2 to 20 

(see Column 4, line 20). 

Regarding Claims 3 and 4, Phelps discloses a method for preparing polyester 

Copolymer where the macrocyclic polyester oligomer is obtained by reacting 
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bis(hyclroxyalkyl)ester, with dicarboxylic acid chloride in the presence of unhindered 
amine (see Column 4, line 35) and alternative method where the bis(hydroxyalkyl)ester 
is obtained by depolymerizing polyester resin (see Column 4, line 55). 

Macrocyclic polyesters possess very low melt viscosity, which makes them 
desirable in forming melted articles with complex shapes (see Phelps, Column 1 , line 
30). In addition, low melt viscosity makes the process more economical, since lower 
energy needed to process the polymer. 

Therefore, it would have been obvious to a person of ordinary skills In the art to 
use Phelps's macrocyclic polyesters in Abe's compositions in order to produce articles 
with complex shapes and make the process more economical by lowering energy 
consumption. 

Abe does not disclose newly added limitation of claim 1 where the polymerization is 
carried out in the presence of a catalyst selected from the group consisting of 
antimony-based catalyst, germanium-based catalyst and titanium-based catalyst. 

Regarding newly added limitation of claim 1 , Phelps teaches organotitatane 
compound as a preferred catalyst (see Column 8, line 20). 
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Kotelnikov teaches anionic polymerization of caprolactam with organotitanate as 
a catalyst (see Abstract). Kotelnikov evidences that use of titanium-based catalysts in 
place of traditionally used Zn, Ca, Na -based catalysts (used by Abe) increases purity 
of the polymer and allows decrease a reaction temperature (see page 2, line 50 and 
page 3, line 5). 

Therefore, it would have been obvious to a person of ordinary skills in the art to 
use organotitanium compounds in place of traditional Zn, Ca, Na -based catalysts in 
Abe's process in order to increase purity of the product and decrease reaction 
temperature. 

Response to Arguments 

Applicant's arguments filed on 8/21/2008 have been fully considered but they are 
not persuasive. 

Applicant argues that it would not have been obvious to a person of ordinary skill 
in the art to select (i) a cyclic amide monomer and (ii) macrocyclic polyester oligomer 
from various amides and various polyesters to achieve the reduced phase separation 
and Improved transparency achieved by the method of claim 1 . 

However, as stated in the previous Office Action, macrocyclic polyesters possess 
very low melt viscosity, which makes them desirable in forming melted articles with 



Application/Control Number: 10/585,240 Page 6 

Art Unit: 1796 

complex shapes (see Phelps, Column 1, line 30). Abe teaches that his material aims to 
use as a molded articles in electronic applications, which can have complex shapes. 

Therefore, it is desirable to have low viscosity of the melt to avoid high 
pressure/temperature during the processing of the above articles. In order to achieve 
the above properties, oligoester with low melt viscosity of Phelps can be used. 

Applicant's arguments regarding disclose newly added limitation of claim 1 where the 
polymerization is carried out in the presence of a catalyst selected from the group 
consisting of antimony-based catalyst, germanium-based catalyst and titanium-based 
catalyst are moot due to a new ground of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GREGORY LISTVOYB whose telephone number is 
(571)272-6105. The examiner can normally be reached on 10am-7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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